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James B. Conte 


To: 


Office of Petitions 


Of: 


U,S. Patent and Trademark Office 


Facsimile: 


571-273-8300 



Total number of pages including this cover sheet: 5 

If you do not receive all of the pages, please call Donna at (312) 214-4824 



MESSAGE: 

Re: Berton L. Vicars 
10/764,902 

Our File No.: 926512-95493 



DEC 1 3 2005 



CONFIDENTIALITY NOTE 

The information contained in this facsimile message is legally privileged and confidential information intended only for the u$e of the individual 
or entity named above. If the reader of this message is not the intended recipient, you are hereby notified that any dissemination, distribution or 
copying of this facsimile transmission or use of any information contained therein is strictly prohibited. If you have received this facsimile in 
error, please immediately notify us by telephone (collect, if you -wish) and return the original message to us at the address above via the United 
States Postal Service, thank you. 
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Docket No. 926512-95493 



CUSTOMER NO. 23644 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
IN RE THE APPLICATION OF ) 



FILED: January 26, 2004 

FOR: Suction Valve 

Mail Stop - Petitions 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



[x] AUTHORIZATION TO PAY AND PETITION FOR THE ACCEPTANCE OF ANY NECESSARY 
FEES. If any charges or fees must be paid in connection with the following Communication 
(including hut not limited to the payment of Issue Fees), they may be paid out of our deposit 
account 1^-0913. If this payment also requires a Petition, please construe this authorization 
to pay as the necessary Petition which is required to accompany this payment. 

□ Applicant hereby petitions for a -month extension and entry of this Amendment which 

is sent within the_ month after the due date of . The payment of $ to cover 

the month extension is enclosed herewith. 



RESPONSE TO DENIAL OF PETITION TO WITHDRAW HOLDING OF 
ABANDONMENT BASED ON FAILURE TO RECEIVE AN OFFICE ACTION 

-.OR IN THE ALTERNATIVE 
PETITION TO REVIVE BASED ON UNINTENTIONAL ABANDONMENT 



CERTIFICATE OF W ATT .TNG 



Berton L. Vicars 



Examiner: 



SERIAL NO: 10/764,902 



Confirmation No.: 2637 




BARNES & THORNBURG 
P.O. BOX 2736 
CHICAGO, ILLINOIS 60690-2786 
(312) 357-1313 
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Applicant received a communication from the Patent Office mailed November 16, 
2005 denying its petition to withdraw the holding of abandonment,. Applicant believes that 
the denial is inappropriate. 

The Comttiunicaiioii dismissing the Petition indicates that Applicant practices at a 
P.O. Box different from the P.O. box of record. Applicant does practice at P.O. Box "2786". 
The P.O. Box of record is "2798 The fact that the Patent Office has a different P.O. Box 
than the one Applicant practices at does not justify denying the Petition- Applicant 
obviously, when it filed the case erroneously included the wrong P.O. Box. Applicant did not 
notice the problem because all of the conumwdcatiOns directed to the erroneous P.O* Box 
2798, excepting the Final Office Action made it to Applicant, Indeed, the Notice of 
Abandonment made it to Applicant and the present Notice dismissing Applicant's Petition 
made it to Applicant. What is clear is that the Patent Office was advised by the Post Office 
that it had the wrong P.O. Box. PAIR indicates that the Final Office Action, never received 
by Applicant, was indeed returned to the Patent Office. Accordingly, the Patent Office could 
have examined the file. An examination of the file would have revealed that Applicant's 
practitioner was at the P.O. Box 2786. Indeed, the application transmittal included P.O. Box 
"2786". 

Importantly, the rules do not require that Applicant establish that the Patent Office 
had the right correspondence address to obtain a withdrawal of abandonment. Applicant, as 
noted in the Decision need only show that it did not receive the Action. All of the evidence 
of record makes it clear that it did not receive the Action- It did not receive the Action 
because the Action was sent to the wrong P.O. Box; the Action was not forwarded to 
Applicant. The sole issue before the Patent Office in considering the withdrawal of 
abandonment is whether Applicant has established that it did not receive the Office Action. 
Applicant clearly did not receive the Office Action. 
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The above clearly states that the abandonment was unintentional, and that applicant 
did not intend to delay revival of the case. A copy of the response to the Office Action 
mailed 12/01/2004 is enclosed. The only requirement of the Action was to Submit a terminal 
disclaimer. Applicant, for its response, submits the terminal disclaimer. The PTO may debit 
Deposit Account 12-0913 for all fees needed to revive, A change of correspondence address 
has been filed. 



Respectfully submitted, 



Tuesday, December 13, 2005 




JBABJNES & THORNBURG LLP 
P.O. Box 2786 
Chicago, Illinois 60690-2786 
Telephone: (312)357-1313 



CHDSDl JCONTE30B515vl 
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